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DETAILED ACTION 



Claim Objections 

1 . Claim 9 is objected to because of indefinite claim language. The claim recites 
"that the creation of another mark if that other mark occurs 'approximately at the 
same time' as the first-mentioned mark". The amount of time should be specified 
either as an absolute number, or "less than" a specific number. 



Claim Rejections - 35 USC § 102 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 



A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent; or (2) a patent granted on an application for patent by another filed in 
the United States before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351 (a) shall have the effects for the purposes of this subsection of 
an application filed in the United States only if the international application designated the United States and 
was published under Article 21 (2) of such treaty in the English. 

3. Claims 1-2, 5-8, 10-15, 16-20, 24-31, and 33 are rejected under 35 

U.S.C. 102(e) as being anticipated by Vallone et al, US Patent # 6642939. 

With regard to Claim 1, Vallone discloses: 
A method for presenting information comprising: 
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adding a mark, that is associated with the information, at a source location by 
activating a marking mechanism (column 16, lines 34-40 - Vallone teaches here 
a bookmark feature, where the user can mark his place on a program, and come 
back later to begin watching at the same place); and 

presenting the information at a destination location based on the mark added at 
the source location (column 16, lines 49-50 - Vallone teaches that the viewer can 
"continue watching from the bookmark"), 

wherein at least one of said adding the mark and said presenting the information 
involves displaying a visual indicator of the mark at a display position that is 
related to a time at which the mark was associated with the information (column 
21 , line 1 1-18 - Vallone describes a "trick play bar" in which the bookmarks are 
indexed along the timeline of the program, and there are marks that are "labeled 
uniquely" to indicate to the user a bookmark at that position). 

Claim 2 is the method of claim 1 with the specification of the source 
location the same as the destination location. This feature is inherent in the 
Vallone disclosure described above. 

Claim 5 and 6 are the method of claim 1 , wherein the information 
comprises a media content program and video media content program. 
Vallone's disclosure deals with bookmarking a video media program (column 16, 
lines 34-36). 

With regard to claim 7, Vallone discloses: 
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The method according to claim 1, wherein the marking mechanism comprises a 
mark button provided on a remote control which interacts with a processing 
mechanism that implements said adding of the mark (Fig. 14, item 1406 and 
column 16, lines 57-58 - Vallone describes a remote control button to invoke the 
mark). 

With regard to claim 8, Vallone discloses: 
The method according to claim 1 , further including deleting the mark by selecting 
the visual indicator of the mark and activating the marking mechanism again 
(Column 16, lines 52-54) 

With regard to Claim 10, Vallone discloses: 
The method according to claim 1 , wherein the visual indicator of the mark has 
visual display properties that convey at least one characteristic of the mark 
(column 21 , lines 1 1-15 - Vallone's visual display "uniquely gives the user a 
visual cue that an index or bookmark exists at that position") 

With regard to Claim 1 1 , Vallone discloses: 
The method according to Claim 10, wherein the visual display properties include 
at least one color for presenting the visual indicator (column 21 , lines 11-15) 

With regard to Claim 12, Vallone discloses: 
The method according to claim 10, wherein said at least one characteristic of the 
mark pertains to an identity of a user who added the mark (column 1 7, lines 1 -1 4 
- Vallone describes the process of which the user is identified by remote control, 
and the bookmarks displayed pertain to that specific user) 
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Claim 13 is rejected based on the claim 8 rejection. It is inherent that the 
act of selecting a bookmark gives the user the indication of whether the 
bookmark is selected or not. 

Claims 14-15 are rejected based on the claim 10 rejection. As stated, the 
user would be aware of the identity of the user based on the displayed bookmark. 

With regard to Claim 16, Vallone discloses: 
The method according to claim 1, wherein the displaying involves presenting the 
visual indicator of the mark at a display position along a timeline, where the 
position conveys a juncture at which the mark occurs within the information 
(Column 21 , lines 11-15- Vallone describes a "trick-play" bar, where bookmarks 
are displayed based on their position in a "sequential" timeline. 

Claim 17 is rejected based on the claim 16 and claim 10 rejections. As 
stated, Vallone teaches that the bookmarks are displayed over a timeline, with 
multiple indicators of position and user. 

With regard to Claim 18, Vallone discloses: 
The method of Claim 17, further including navigating among the multiple visual 
indicators to select any one of the visual indicators (column 21 , lines 15-18- 
Vallone describes the ability to "sequentially jump" between bookmarks. 

Claim 19 is rejected based on Claim 18 rejection. In column 21, lines 15- 
18, Vallone further teaches the use of a button a remote control to navigate 
between index points. 

Claim 20 is rejected based on Claim 18 and Claim 7 rejection. 
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With regard to Claim 24, Vallone discloses: 
The method according to claim 1, wherein the presenting is invoked upon 
another activation of the marking mechanism (column 16, lines 49-58 - Vallone 
describes using the remote control to invoke the bookmarks) 

Claim 25 is rejected based on the claim 1 and 18 rejections (As stated, 
Vallone describes a "trick play" bar, which would correspond to a menu, and a 
method to invoke the bookmarks from the trick play bar. 

Claim 26 is a computer readable medium containing instructions to 
implement the method of Claim 1 , and is therefore rejected. 

Claim 27 is not distinct from claim 1 , and is rejected. As in claim 1 , it 
involves invoking a marking mechanism, displaying the marks, and adding a 
mark. 

Claim 28 is rejected based on the claim 1,12, and 13 rejection (Vallone 
teaches several different indications associated with a bookmark, including 
based on time, and based on user). 

Claim 29 is the computer readable medium to implement the features of 
claim 27 and is rejected. 

Claim 30-31 is the system to implement the method of claims 1-2, and is 
rejected on this basis. 

Claim 33 is the system to implement the method of claim 27, and is 
rejected on this basis. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966) , that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: (See MPEP Ch. 
2141) 

a. Determining the scope and contents of the prior art; 

b. Ascertaining the differences between the prior art and the claims in issue; 

c. Resolving the level of ordinary skill in the pertinent art; and 

d. Evaluating evidence of secondary considerations for indicating 
obviousness or nonobviousness. 

5. Claims 3-4 and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over "Vallone et al" in view of "Schindler et al, US Patent # 
5675390". 

With regard to claims 3-4, and 32, Vallone discloses the method of claim 1 
and 30 as stated, however he fails to teach the feature of a different physical 
location of the source and destination. Schindler, in his patent, discloses a home 
network to "transmit data and control within the home" (column 21, lines 30-32). 

Given these two references, a person of ordinary skill in the art would 
have found it obvious to combine the system of Vallone, with the networking 
capability of Schindler, in order to access the features of the system from various 
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locations within the home, with the advantage of increased flexibility in viewing 
locations. 

6. Claims 21-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over "Vallone et al" in view of "Russon, US PG Pub # 20040001107". 

With regard to claims 21-23, Vallone teaches the method of claim 1 , but 
fails to teach the generation of a thumbnail image associated with the bookmark, 
with the thumbnails displayed in chronological order. Russon, in his application, 
discloses the method of generating and organizing thumbnail images 
chronologically (paragraph 0016). 

Given these two references, a person of ordinary skill in the art would 
have found it obvious to combine the booking display system of Vallone, with the 
ability to display the bookmarks as thumbnails in chronological order, as Russon 
teaches for the purpose of alternatively identifying information associated with a 
bookmark. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
"Vallone et al" in view of "Lu et al, US Patent # 6647548". 

With regard to Claim 9, Vallone teaches the method of claim 1 , but fails to 
teach the feature of precluding the creation of another mark if that other mark 
occurs approximately at the same time as the first mark. LU, in his patent, 
teaches a method of preventing a record being captured by a "very fast channel 
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change" (column 13, lines 1-9). This would result from the user pushing the 
channel change button at a fast rate (which is programmable). 

Given these two references, a person of ordinary skill in the art would 
have found it obvious to combine these two references in order to combine the 
bookmark generating capabilities of Vallone's system with the error checking 
capabilities of Lu's system in order to prevent unintended records (bookmarks) 
from being recorded. 

Contact 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to MARK D. FEATHERSTONE whose 
telephone number is 571-270-3750. The examiner can normally be reached on 
8:00 AM - 5:00 PM M-F US Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Vu Le can be reached on (571) 272-7332. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571 -272-1 000. 

/Mark D Featherstone/ 
Examiner, Art Unit 4157 



A/u Lei 

Supervisory Patent Examiner, Art Unit 4157 
Patent Training Academy 



